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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Rentalift, Inc.

Serial Nos. 76198801 and 76198802
St ephen Cannaval e of Hof fmann & Baron, LLP for Rentalift,
I nc.
Yong On (Richard) Kim Trademark Exam ning Attorney, Law
Ofice 115 (Tomas VI cek, Managi ng Attorney).
Bef ore Seehernman, Bucher and Rogers, Adm nistrative

Trademar k Judges.

Qpi ni on by Seeherman, Adm nistrative Tradenmark Judge:

Rentalift, Inc. has applied to register the nmarks
RENTALI FT, in typed form (Serial No. 76198801) and
RENTALI FT and desi gn, as shown bel ow, (Serial No. 76198802)
for "rental of forklifts.”™ Both applications were filed on
January 24, 2001, and both assert first use and first use

in comrerce in January 1983.
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Regi stration has been finally refused with respect to
RENTALI FT in typed form pursuant to Section 2(e)(1) of the
Trademark Act, 15 U.S. C. 81052(e)(1), on the ground that
the mark is nerely descriptive of applicant's services;
with respect to the application for RENTALI FT and design,

t he Exam ning Attorney has made final, pursuant to Section
6(a) of the Trademark Act, 15 U.S.C. 8§1056(a), a

requi renent that applicant disclaimexclusive rights to
RENTALI FT. Applicant has asserted that RENTALIFT is

i nherently distinctive, and has al so argued, in the
alternative, that if the termis not inherently
distinctive, it has acquired distinctiveness.? The

Exam ning Attorney has found that applicant's show ng of
acquired distinctiveness is not persuasive.

Applicant filed notices of appeal in both

applications. Both applicant and the Exam ni ng Attorney

1 Although applicant did not specifically state that it was

seeking registration pursuant to Section 2(f) in the alternative,
it is clear fromall of its papers that it continues to argue
that the mark is inherently distinctive.
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have filed briefs, but applicant did not request an oral
heari ng. Because both appeals involve substantially the
sane record and the same issue, nanely, whether RENTALIFT
is merely descriptive of the service of "rental of
forklift" or whether that term has acquired

di stinctiveness, we decide both appeals in a single
opi ni on.

As a prelimnary matter, we note that applicant has
submtted, with its brief, exhibits that had not previously
been nade of record. The Exam ning Attorney has objected
to these exhibits as untinely. The Exam ning Attorney's
objection is well taken. See Trademark Rule 2.142(d) (the
record in the application should be conplete prior to the
filing of an appeal). The Exam ning Attorney has al so
objected to applicant's reference to certain third-party
registrations in its brief, because such registrations had
not been properly made of record. The Exam ning Attorney
is correct that applicant never properly nmade any third-
party registrations of record. See In re Duofold Inc., 184
USPQ 638 (TTAB 1974) (the subm ssion of a |ist of
registrations is insufficient to nake them of record).
However, applicant did list the registration inits
response to the second O fice action, and the Exam ni ng

Attorney, in his final Ofice action, never advised
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applicant as to any deficiency with the subm ssion.
Accordingly, we will consider the listing of registrations
for whatever probative value it nmay have. However, because
applicant has literally only listed marks, w thout
indicating the registration nunber, the goods or services,
or whether they were registered on the Principal or

Suppl enent al Regi ster or regi stered under the provisions of
Section 2(f), their probative value is virtually nil.

W turn now to the substantive issues in this appeal.
Section 2(e)(1) of the Trademark Act, inter alia,
prohibits the registration of a mark which, when used on or
in connection with the goods of the applicant, is nerely
descriptive of them Section 3 nakes this provision
applicable to marks used in connection with services.
Section 6(a) provides that an applicant nay be required to
di scl ai m an unregi strabl e conponent of a mark.

A mark is nerely descriptive if it inmmediately conveys
know edge of the ingredients, qualities, or characteristics
of the goods or services with which it is used. Inre
Gyul ay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987). The
determination is made not in a vacuumbut in relation to
t he goods on which, or the services in connection with
which, it is used. 1In re Venture Lending Associ ates, 226

USPQ 285 (TTAB 1985). See also, In re Abcor Devel opnent
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Cor poration, 588 F.2d 811, 200 USPQ 215 (CCPA 1978).
Mor eover, nere msspelling does not add trademark
significance to an otherw se unregistrable nerely
descriptive term In re Engineering Systens Corp., 2
USPQ2d 1075 (TTAB 1986).

Applicant does not dispute that RENTALIFT woul d be
per cei ved by consuners as the equivalent of "rent a lift."
In fact, applicant likens this termto registrations for
"Rent-A-Painter,"” "Rent-A-Laser-Die" and "Rent-A-Server."
Applicant's principal argunent on the issue of whether
RENTALI FT is nerely descriptive is that there are over 30
definitions for the word "lift," wth "a nmachine or device
designed to pick up, raise, or carry something"? being the
closest to a fork Iift. Applicant also notes that there
are three definitions for the word "rent." As a result,
applicant contends that with "over 30 definitions that a
consuner may associate with the trademark sought to be
regi stered,” "such a multitude of definitions ...is unlikely
to lead to a consuner seeing the mark as nerely
descriptive." Brief, p. 4.° Applicant does not, however,

point to any definitions for these words that woul d convey

2 The Anerican Heritage Dictionary of the English Language, 3d

ed. ©1992.

3 Because the records in each application are virtually
identical, cites to Ofice actions and briefs refer to papers in
each application
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a nmeaning other than the rental of the type of equi pnent
known as a lift.

As noted above, the determ nation of whether a mark is
nerely descriptive is made in relation to the goods or
services with which it is used. Thus, we nust consider the
i npression of RENTALIFT as it is used in connection with
the service of "rental of forklifts.” Wen used with such
servi ces, consuners would i mredi ately understand the word
"l'ift" in applicant's mark to refer to the equi pnent, and
not to such other definitions as "an el evation of the
spirits" or "arise or an elevation in the |evel of the
ground” or "one of the |ayers of |eather, rubber, or other
mat eri al making up the heel of a shoe.” Although the nost
apt definition of "lift" for applicant's services does not
limt alift to a "forklift,"” a forklift, which is defined
as "a small industrial vehicle wwth a power-operated
pronged platformthat can be raised and | owered for

4 woul d

insertion under a load to be lifted and noved,"
certainly fall within the neaning of a "lift."
Accordingly we find that RENTALIFT, when used in

connection with the rental of forklifts, directly conveys,

* The Examining Attorney subnitted definitions, taken from The

Anerican Heritage Dictionary of the English Language, 3d ed. ©
1992, for "lift," "forklift" and "rent."




Ser Nos. 76198801 and 76198802

wi t hout any need for the exercise of imagination or
t hought, that applicant offers consunmers the opportunity to
rent a lift, including a forklift.
The fact that applicant previously owned a
registration for the identical mark for identical services
does not change this determnation.® That registration was
cancelled in 1994, and no |longer has any effect. Inre
Nati onal Retail Hardware Association, 219 USPQ 851, 854
(TTAB 1983). As the Board stated in In re BankAnerica
Corp., 229 USPQ 852, 853-854 (TTAB 1986):
The Act requires the Board to decide an
appeal froma final refusal to
register. Qur responsibility is to
make such a deci sion based on the
record before us. W are not bound by
t he judgnent of the Exam ning Attorney
who passed applicant's previous
application to publication. 1Inre
Cal zaturificie Minari, 197 USPQ 564
(TTAB 1977), and In re Dayco Corp., 193
USPQ 379 (TTAB 1976).

See al so, TMEP 81216.01 and cases cited therein.

W next consider whether applicant's mark RENTALIFT, or
the term RENTALI FT in applicant's RENTALI FT and design mark,

has acquired distinctiveness. During the course of

prosecution, applicant stated that "the trademark sought be

® Registration No. 1458715, issued Septenber 22, 1987. This
regi stration was cancelled on March 28, 1994 for failure to file
a Section 8 affidavit of use.
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to registered has been in substantially exclusive and
continuous use since 1983 in all manner of advertisenents
and identification." Response dated January 31, 2003.
However, despite the Exam ning Attorney's advising
applicant, in both the Ofice actions mailed July 31, 2002
and July 28, 2003 that applicant would need to supply an
affidavit or declaration attesting to substantially
excl usive and continuous use since 1983, applicant chose not
to submt such support.

Trademark Rul e 2.41 discusses proof of distinctiveness
under Section 2(f):

(a) Wien registration is sought of a
mar Kk whi ch woul d be unregi strabl e by
reason of 82(e) of the Act but which is
said by applicant to have becone
distinctive in commerce of the goods or
services set forth in the application,
applicant may, in support of
registrability, submt with the
application, or in response to a request
for evidence or to a refusal to
register, affidavits, or declarations in
accordance with 82.20, depositions, or
ot her appropriate evidence show ng
duration, extent and nature of use in
commer ce and advertising expenditures in
connection therewith (identifying types
of nmedia and attaching typical
advertisenments), and affidavits, or

decl arations in accordance with 82. 20,

| etters or statenments fromthe trade or
public, or both, or other appropriate
evi dence tending to show that the mark
di stingui shes such goods.
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(b) I'n appropriate cases, ownership of
one or nore prior registrations on the
Principal Register or under the Act of
1905 of the same mark may be accepted as
prima facie evidence of distinctiveness.
Also, if the mark is said to have becone
distinctive of applicant’s goods by
reason of substantially exclusive and
conti nuous use in commerce thereof by
applicant for the five years before the
date on which the clai mof

di stinctiveness is nade, a show ng by
way of statenents which are verified or
whi ch include declarations in accordance
with 82.20, in the application may, in
appropriate cases, be accepted as prinma
faci e evidence of distinctiveness. 1In
each of these situations, however,
further evidence may be required.

Applicant did not submt the required affidavit or
decl arati on supporting the statenent that it has used its
mark since 1983, or has nade substantially continuous and
exclusive use in comrerce for the five years before the
claimof distinctiveness was made. Accordingly, we give no
consideration to its attorney's statenents regardi ng use.

Further, applicant has not made of record any evidence
as to its advertising or other pronotion of its mark. As
noted previously, the untinely subm ssions of a tel ephone
directory advertisenent and Internet materials submtted
with applicant's brief have not been consi dered.

Applicant also seeks to rely on its cancelled
registration for RENTALIFT for rental of forklifts as

evi dence of acquired distinctiveness. As the quoted
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| anguage i ndi cates, ownership of a prior registration on
the Principal Register of the sane mark nmay be accepted as
prima facie evidence of distinctiveness. However, citing,
TMEP 81212.04(d), which in turn cites In re BankAmerica
Corp., supra, the Exam ning Attorney contends that a claim
of acquired distinctiveness cannot be based on a
registration that is cancelled or expired.

Applicant asserts that the Board in the BankAnerica

decision "did not consider nor hold that a clai m of
acquired distinctiveness cannot be based on a registration
that is cancelled or expired.” Brief, p. 7. Applicant
points to the foll ow ng | anguage of the Board, found at
page 853 of that decision:

If the issue were whether the term
sought to be registered had becone
distinctive within the neaning of
Section 2(f), a subsisting registration
m ght be accepted as prina facie

evi dence of distinctiveness, but here
we are presented with neither a
subsisting registration nor the issue
of registrability under Section 2(f).

The BankAnerica case bears many simlarities to the

present situation, in that registration was refused on the
ground that the mark was nerely descriptive, and the
applicant in that case also clained owership of a
registration for the sanme mark for the sanme services which

regi stration was cancel |l ed under Section 8 of the Act.

10
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However, in that case the applicant did not claimin the
alternative that its nmark had acquired distinctiveness.

Al t hough the Board noted that both applicant and the
Exam ni ng Attorney had nmade argunents as to whether the
mar Kk had acquired distinctiveness, the Board stated that,
because the applicant had specifically declined to formally
enter such a claim the issue of whether the mark had
acquired distinctiveness was not before it. In this sense,
the Board' s statenent regarding the need for a subsisting
registration as a basis for a Section 2(f) claimwas dicta.
However, there is no anbiguity in the Board's view that, in
order to base a Section 2(f) claimon a prior registration,
that registration had to be subsisting. That principle has
been repeated in other Board decisions. See Inre Dal A
Mattress Qperating Corp., 52 USPQ@d 1910, n. 16 (TTAB
1999), rev'd on other grounds, 240 F.3d 1341, 57 USPQd
1807 (Fed. Cir. 2001). Although a subsisting registration
may be evidence that distinctiveness shown by that
registration has transferred to the mark for the goods and
services in an application, a cancelled or expired
registration is not evidence of any distinctiveness

what soever. That basis for that principle is especially
evident in the present situation, where applicant's prior

regi stration was cancelled nore than ten years ago. W

11
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cannot assune that any distinctiveness that m ght have
existed with respect to applicant's nmark ten years ago has
transferred to applicant's mark today.
Accordingly, we find that applicant has failed to
denonstrate that RENTALI FT has acquired distinctiveness.
Decision: The refusal to register the application for
RENTALI FT in typed form Serial No. 76198801, on the ground
that applicant's mark is merely descriptive is affirned.
We further find that applicant has failed to show that its
mar k has acquired distinctiveness, and therefore it is not
entitled to registration under the provisions of Section
2(f) of the Trademark Act. Simlarly, because the term
RENTALI FT is nerely descriptive and has not been shown to
have acquired distinctiveness, the requirenent for a
di scl aimer of RENTALIFT in Application Serial No. 76198802
is also affirmed. However, if applicant submts the
required disclaimer within thirty days, Application Seri al

No. 76198802 will be forwarded for publication.
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